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Remarks 

Claims 1 to 15 are In this application. 

Reconsideration of the rejection of the claims Is requested. 

Acknowledgement is made that prosecution on the merits has been reopened 
after payment of the ,ssue fee on December 22. 2004 based upon references that were 
cited of record. 
Claim 1 

Ciaim 1 has been rejected as being anticipated by Brueker (of record). Issue « 

taken in this respect. 

Brue ker !b directed lo eyeglasses that are to be worn under a gee mask. As 
descnbed. each ,ens 7. 17 is cut dewn as shewn in Fig. 2 to flrve dearance under the 
fl as mask and each is formed with a strefch, upper edge 8. an arcuate edge 9 and a 
slight edge 10. As noted by BmeJar. a lens of this type can be greund without aitenng 
ft. prescript area of fte lens and so that there is no change in the optica, center of 
the lens. (See page 1, column 2, line B3 to page 2, column 1, line 17). 

,„ addition, Brysksi employ, a conventional nose piece 13 (Fig. 3) that is tocated 
* the top of the tens 7, 17 and temple arms 15 that e*end radially from the frames 12 
rtownwardlv and autwanjly. and substonttelly at an acute angle to the horizontal. (Page 
2 column 1. lines 53 to 57). By so iocating me temple arms 15. they do not 
objectlonabiy project beyond the peripheries of the frames 12 as to offer undealrable 
projections with which the gas mask may beoome engaged, causing a displacement of 
the spectacles (Page 2. column 1 . lines 64 to 68). 
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The temples 14 ef iru^ extend really from the frames and at the hinged 
end5 ere etteet downwardly end Inward* a. 18 to be dispose, beiow me eyes in cfcse 
^to^echeeKbonesundertheeyesoftheweereres shewn in Fig. 1. (Page 2, 

column 2, lines 1 to 6). 

Ciaim 1 requires a temple to extend "in an upwardly angled direction from said 
^ The temples 14 e, » ere offset downwantly and *ward,y a. 18 In dose 
probity to me oheeKbones. For mis reason aione. gry^is no. readebie on Calm 1. 

c , alm 1 further quires a nose piece for resting on a nose of a user with said 
tens supports spaced trom the eyes o« the user to pen,* access to me eyes ef .he user 
iateraify o« said frame tor me appilcation of makeup." EM** does not deecnbe or 
teach such a st^cWe. Speoiflcally. « teaches ma. me eyeglasses are to be 
worn under a gasmask; mat me .empies 14 are to be boated in close ptoximtty to me 
cheekbones; and ma. me nose piece 13 is to be mounted on me bridge of a nose as 
MM in Fig.1. There » clearty no teaching ma. me eyeglasses of ir^ a* 
constructed to pen.!, me applieatton o. makeup to me eyes of .he wearer particularly ,f 
fte wearer is wearing a gas mask. For ft* addidona, reason. truster is not ^adabie 
on claim 1 « 

Note is made of the Examiner's allegation that Snjsker is capable of performing 
me intended use of -to perm., access, for the applicatton of makeup". However, me 
E^iner otters no evidence but only specu,a«on as to mis capabilKy. The fac. ma. 
Brueker teaches the. me spectedes are to be »»rn umfera 9 as mask with me tenses 
cut down to m under me gas mask and fte temples in Cose proximity to the 
cheekbones is evidence thai fte nose piece of Bask* is not positioned on me nose of 
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. user wKh the lens supports spaced from the ayes to »«* to the eyes 

^lly o, the frame tor me appliealion of makeup. Also, M fee. that the specie, of 
are worn under a gas mask * further evidence M makeup canno. be applied 
• the eyes of a user. This would deatly be contrary to *. teachings of Baeker. 

,n relying upon .he theory of Inherency, me examiner must prevlde a basis in fact 
and , or technical reasoning to reasonably support me de^inabon M *e alleged* 
inherent characterise gggessgfifc flows tan the teachings of the applied prior art Br 
Levy , ,7 USPQ2d 1461, 1464 (Bd. Pat A PP . a Mr. 1990). (The Board reversed 
on the basis that the examiner did no. provide objective evidence or cogent technical 
reasoning to support the conclusion of Inherency.). 

To establish inherency, the extrinsic evidence "must make dear that the missing 
descriptive ma«er is necessarily present in the thing described in me reference, and the. 
„ would be so recognized by persons of ordinary skill. Inherency, however, may not be 
established by probabWIes or posslbilWes. The mere fee, that a certain Mng may result 
tan a given set of circumstances Is no. sufficient- In re Robertson, 169 F.3d 743. 745. 
49 USPQ2d 1949, 1960-61 (Fed. Clr. 1999) 

,n v»w of the above, a reiecdon of Calm 1 as being anflcipaled by Biyste is no. 

warranted pursuant to the provisions of 35 USC 102. 
Claim 2 

Claim 2 has been rejected as being unpatentable over Basker (of record) in view 
of Slier (of record). Issue fe token in this respect 

Calm 2 depends from claim 1 and further requires each lens support to have a 

greater height than width thereof. 



PAGE 8/14 * RCVD AT 12/1312005 1:52:56 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/28 ' DNfS:2738300 ' CSID:+9739941744 * DURATION (nufrSS):Q24 



Dbc-13-05 01 :53pm From-Cara! la Byrne et al 



+9739941744 



T-675 P 009/014 F-170 



^ Sraminer aUeges M ^ **•» a <* <* eyeS ' a8SeS " "* 
^agraaterhe.gh.manw.dm.ie™,. lh ""~ 
descriedon In ^ as to die lengd, and wk*h - «- * "•*«■ *" *" 

dra „ngs era no, drawn to seaie. . is rank spa— to a, lefl e - die drawings 
contain a teaching of the relate width and height of a lane 24. 

Furthermore. Brueksr specie* teaches M each tens 7. 17 must be shaped ,n 
a particufcr manner without changing me opdca, center of the lens. Thus, making the 
,e„s 7 of Br^ of a graater hefch, than widm would he condary to the teachings of 

Brueker 

Forme above reasons, a reiection of claim 2 as being unpatentable over SD^SSt 
in view of KDeier is not warranted pursuant to the provisions of 35 USC 103. 
Claim 5 

Calm 5 has been rejected as being unpatehtable over^C* —> ^ 
of airschrniD (newly died). Issue la taken In this respect 

Calm 5 depends indirect fram ctelm 1 and further requires each mounting bloc* 
for a temple to extend -laterally tarn said respective lens support". The Examiner 
alleges that * wouk, be an obvious engineering choice to mod* BasKS to have a 
temple ami 15 extend as Calmed on the basis drat such would not change die scope of 
the invent of ayeker. However, « specmcaily teaches that die temple am, 15 
i8 no, to obtectionably pmjec, beyond ,he periphery of ,he frame 12 as to offer 
undesirable proiecdons with which *e gasmask may become engaged. Thus, the 
praposed modiffcadon of M «* ** *— » 9 *°°<* " " " 
Bmeker . 
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As note d * apples descrtptton ,n page , - mo«*ng «* « * ™- 
tem p,e1 2a bou t a n a>dst h a t *w S « l eta m p,e1 2t o f o, d pa* lto t h e ftame 11.Suc h 

temp 1e anas ^endredially downward Wt-1.*-«*»— 

fre tempk* 14 hinged at 16. Since the tem.es 14 a. hinged on the InClned ax, 16. 

the temples 14 could no, pivot M a M oondHton bahind the lens supports. 

In view Of «. above, a ration of Cain, 5 as being unpatentable over *** in 
viewofHisSffiaaia not wananted pumuant to the previsions of 35 USC 103. 



Claim 6 



Claim 6 has been -ejected as being unpatentable over Bn^of recore) in view 
of fJrscJjaaD (newly cited), issue is taken in this reapect 

Cairn 6 depends frem claim 1 and requires each temple to have 'an anguiar 
section hlngedly secured on a vertical axis". 

The Examiner alleges that me hinged axis 16 of M Is vertical or needy 
vertical. Tills is contrary to the iilus^aUon of Ffc. 3 of Bye** and the leaching of 
^ that .he tempie arms 16 extend red* downwardly (page 2. col. 1 . lines 51-56) 
at an angle with the temples 14 hinged at 18. 

t is respect** aubmltted that there is no teaching In Bryeker of making «re axis 
1, vertical or nearty vertical since Ihe axis 16 is tx.rizonta. b Fig. 3. Accordingly, me 
rej ec«on of claim 6 as being unpatontob* ever M in view of m^m is no. 
warranted pursuant to the provisions of 35 USC 103. 
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Ncte a,so tbat Calm 6 reguiras each temple to have "an angular secdon. ... a 
M section. . . a. an ad.stabie — - — " " * "* « ^ 
„ does not have _ soon secbone. For « addldona. reason, a re^n 
claim 6 is not warranted pursuant to the provisions of 35 USC 103. 
Claim 8 

"""daimShas been rejected as being unpaid* over B^r (of raoord).nv le w 
of birscdman (newly cited). Issue is taken in this respact. 

aaim 3 depends ind*ecdy tarn claim 6 and reguiras each mourflna blocK to 
extend -latere* from said respect iens support-. The tamp, arms 15 of ^ 
extend radial* downwardly (page 2. co,. 1 , Unas 51-56) at an angla no. laterally. 

As indicated in applicant's F*. 2. and as desodbed above, the mounting btock 
alto ws *a temp.es to fold flat againa, the lens supports. Such is no, possible in 
Brueker . 

Ace— a raiecdon of ctelm atas being unpatentable over fin^r in v,ew 
of tisdjmaais not warranted pursuant to the provisions of 35 USC 103. 



Claims 



"calm 9 bas bean rajecred as being unpatentable over grueker (of racord) in .aw 
of UESbnan (newly cited). Issue la taken in this respect 

Claim 9 depends indiracfly bom daim 6 and raouiras each mourning biock te 
extend "transversely from said raspeebve tens support-. The tempte arms 15 of bu* 
extend .My downward* (page 2. col. 1. lines 51-56) at an angia not transverse*. 
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is no. warrant pursuer* to the prions of 35 USC 103. 
<+\*i m * a. 4 and 7 

aaims 3, 4 and 7 depend «*» or indirecdy ft*. Cairn 1 and a. be„ev* to 
be allowable for similar reasons. 
ClglmsJO^ndJI 

Cairns 10 and 11 contain re— simitar to claims 1 and 2 and are beHevedto 

be allowable for similar reasons. 

New claim 12 is dieted «o an eyeglass constn^on lor appiylng maKeup about 

^eves of te « Oto*. ****** "*** S - 
gryekaE is direrted to an eyegiass frame for f«ing under a gasmasK and cfcae «o me 

face of the wearer, 
ftlaim 12 (new) 

Ciaim 12 is dueced to an eyegiass «>nsm,c,ion for app»ng maRe-up about 
ayes of a wearer. BDJikeris dimcteo to a non-analogoua atnicture. 

Ciaim 12 aiso quires a pair of iempias 1o real on the ea* of a wearer -with 
^pair ofiens supports spaced away fn,m the face of the wearer 1o aifcw a maKeup 

referen ces of reconl descrtbes or leaches su* a sUucture. in pa^ia, » is 
void of any such teaching. 
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O*. 1 2 further repuires a -piece on the fra m e *r ^ on a «a< - of 
. nose - . use, « said .ens supports spaced ft. eyes o, *e use, » perrn* 

aoce ss. . . fPr the appiicadon or maKeup". As can Pe seen in P.. 1 * ft*. ■ » 
^ssisn.oun.edon.nePrtdgeof.henoseanrtno.onadista.endofmenoseof^ 

^rer. Further, -noundng of the nosepiece 13 at a dista, end of the nose wouid space 
„ lenses and fnan,e awe, fro. the face of the user and woutd interfe. «rth *e 

teachings of BrugJser. 

. . . „. nim 12 is believed to be allowable over the references of 
In view of the above, claim 12 is Deneveu 

record pursuant to the provisions of 36 USC 102 and 103. 

T"ilinl ; '<°' l5 ' nev ' > ,, , 

Clalms 13 to 15 depend *om claim 12 and are Pe-ieved to Pe aiiowabie for 
similar reasons. 

cwm 13 further recites thai me nose piece "is disposed near a tower end of sa,d 
iens supports". As can Pe seen in Rg. 3 of « Piece 13 is tooated a, lha 

upper ends of the iene supports. Ac—, Cain, 13 is bailed to be further 
altow ab,e over the referees o, .cord pu re uan. to the provisions of 35 USC 102 and 

103. . . . 

Claim u depends «cm Cain, 13 and further require »a Arcing bar rntegra. 

wHth and etfending between said iens supports. . . above said nose piece.". None of 
„ ^nances ef nacorf desenbes or teaches such a stature. According,, eiaim 14 ,s 
M to b e further aitowabie over the references of recor* pu.uan, to the provisions 
of 35 USC 102 and 103. 
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similar reasons as expressed above. 

^ ap p, ica ,on * » b e ,n oond** *r - - 

respectfully requested. 





'Francis C. Hand 
Reg. No. 22,280 

CARELLA, BYRNE |AIN, GILRLLAN. 

CECCHI, STEWART & OLSTEIN 
Five Becker Farm Road 
Roseland, NJ 07068 
Phone: 973-994-1700 
Fax: 973-994-1744 
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